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UNITED STATES DISTRICT COURT
FOR THE DISTRICT OF OREGON

y [
TILLAMOOK COUNTRY SMOKER. INC., CV'02 1540 Ki.:|
an Oregon corporation, Civil Ne

Plaintiff, =~ CoMPLAINT For DEGLARATORY JUDGMENT

OF NON-INFRINGEMENT OF TRADEMARK
V.

TILLAMOOK COUNTY CREAMERY

ASSOCIATION, an Oregon cooperative TRADEMARK CASE
corporation,

Defendant.

For its complaint against defendant, plaintiff aileges the following:

1. Tiflamook Country Smoker ("TCS") is an Oregon corporation with
a principal place of business in Bay City (Tillamook County), Oregon.

2. Upon information and belief, Tillamook County Creamery

Association (‘TCCA™ is an Oregon cooperative corporation of independent dairy

farmers primarily located in or around Tillamook County.
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3. This case arises under the trademark laws of the United States,
15 U.8.C. §§1051-1129. This Court has jurisdiction of the subject matter of this action
pursuant to 28 U.S.C. §§1331 and 1338(a). The request for declaratory judgment
relief is based on 28 U.S.C. §§2201 and 2202.

FACTS

4. Upon information and belief, TCCA has used the trademark
TILLAMOOK® for dairy products since 1918, and is the owner of several U.S.
Trademark Registrations for TILLAMOOK®, including No. 533,033 for cheese and
butter, issued November 7, 1850; No. 1,390,972 for ice cream, fudge, milk and whey,
issued April 22, 1986; and No. 2,169,687 for yogurt and sour cream, issued June 30,
1998. The products for which TILLAMOOK s registered are hereinafier referred to as
“dairy products.”

5. TCS has used the mark TILLAMOOK COUNTRY SMOKER since
1975 for processed meats and is the owner of U.S. Trademark Registration No.
2,031,877 for the mark TILLAMOOK COUNTRY SMOKER and Design®, for
processed meats sold refrigerated and unrefrigerated as snack food, issued January
21, 1997. A copy of this trademark registration is attached as Exhibit A, TCS also
owns U.S. Trademark appiication serial No. 75/806,642, for TILLAMOOK COUNTRY
SMOKER for processed meats sold refrigerated and unrefrigerated as snack food,
filed September 21, 1999 The products with which these marks are used are referred
to hereinafter as “processed meats.”

6. In 1975, before TCS adopted TILLAMOOK COUNTRY SMOKER
as its trademark, one of the founders of TCS asked the president of TCCA if TCCA
had any objection to TCS using TILLAMOOK COUNTRY SMOKER. He was told that

TCCA did not object because processed meats were sufficiently different from dairy
products.
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7. In reasonable reliance on such assurances from the president of
TCCA, TCS adopted the TILLAMOOK COUNTRY SMOKER trademark in 1975 and
has used the mark continuously and extensively since that time.

8. For 27 years, since the inception of TCS in 1975, the parties have
been located a few mites apari on Highway 101 in the same small community. At the
time TCS was formed, the husband of one of its founders was a member of the Board
of Directors of TCCA. Since 1975, the owners of TCS have been personally
acquainted with the presidents of TCCA, and many of the TCCA board members,

9. TCCA has been aware of TCS's use of its TILLAMOOK
COUNTRY SMOKER trademark since 1975 and never complained about or objected
to such use until September 7, 2000.

10.  Since 1975 in reasonable reliance upon TGCA's representation
that it had no objection to TCS's use of TILLAMOOK COUNTRY SMOKER, TCS has
sold more than $500 million of products under its TILLAMOOK COUNTRY SMOKER
trademark. TCS's products are sold throughout the United States and in several
foreign countries. THLEAMOOK COUNTRY SMOKER-branded products are sold in
the retail outlets of large supermarket chains, such as Albertsons, Safeway, Fred
Meyer, Costco and Winn Dixie, and in convenience store chains such as 7-11. The
products are aiso sold in a large number of small grocery and convenience stores,
and at eating and drinking estabiishments. Overall, TILLAMOOK COUNTRY
SMOKER-branded products are sold in over 50,000 retail locations. The primary
method that TCS uses to advertise its products is point-of-sale advertising displays
which prominently proclaim TILLAMOOK GOUNTRY SMOKER. The displays are
often located in prominent positions in focal locations, such as a checkout counters or
cash registers, where the displays will be noticed by the maximum number of

shoppers in the case of retaji sales, and the maximum number of patrons in the case
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of eating and drinking establishments. Since 1996 TCS has spent more than
$9,000,000 on advertising its products, including point-of-sale advertising dispiays. In
addition, since 1998, TCS has paid its customers nearly $750,000 in “Slotting
Allowances,” to obtain preferred shelf space. The benefits obtained through this
Slotting Allowances would be jess i# TCS had to change its trademark.

11.  For the past 25 years, TCS's products, branded with its mark
TILLAMOOK COUNTRY SMOKER, have been soid in TCCA’s retail store co-located
with its cheese factory. These sales have been substantial. For example, in 2001,
TCS sold $570,000 of TILLAMOOK COUNTRY SMOKER-branded products in
TCCA's store. TCCA also sold TCS's TILLAMOOK COUNTRY SMOKER branded
products in its gift catalogs. The cover and page 6 from TCCA's 1998-1999 Gift
Catalog, offering TCS's branded products, is attached as Exhibit B.

12. ° TCS's mark TILLAMOOK COUNTRY SMOKER has become well
known for quality processed meat products and the mark represents the goodwill that
TCS has buitt up over the past 27 years.

13 On September 1, 2000, after knowing of TCS’s use of
TILLAMOOK COUNTRY SMOKER for 25 years, and despite marketing TCS-branded
products in its retail store and gift catalogs for almost as many years, TCCA
demanded that TCS cease use of T] LLAMOOK as a portion of its trademark
TILLAMOOK COUNTRY SMCKER and petitioned the United States Patent and
Trademark Office to cancel TCS's trademark Registration No. 2,031,877 for
TILLAMOOK COUNTRY SMOKER and Design®.

14, OnMay 29, 2002, TCCA issued a lefter informing its patrons that
the TCCA board of directors had directed the management of TCCA to “prepare and
file a lawsuit against Tillamook Country Smoker” for trademark infringement of its

TILLAMOOK® trademark. The letter stated “Legal counsel for TCCA is preparing a
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lawsuit, and will file the lawsuit in the near future.”* A copy of this ietter is attached as
Exhibit C.

15.  Upon information and belief, TCCA’s lawyers have drafied 3
complaint for trademark infringement of TCCA’s TILLAMOOK® trademark against
TCS.

16.  OnJuly 8, 2002, TCCA initiated an opposition proceeding in the
U.S. Trademark Office against TCS’s trademark application Serial No. 75/805 642 for
TILLAMOOK COUNTRY SMOKER.

17. During the period of May - August 2002, the parties engaged in
settlement negotiations.

18.  On or about August 30, 2002, the settiement discussions were
terminated, and on September 23, 2002 TCCA informed TCS that it would proceed
with the cancellation and opposition proceedings.

19 Now that the parties are no longer discussing settlement, TCS has
a reasonable apprehension that TCCA will file the previously autharized lawsuit for
trademark infringement.

20.  TCS believes that the lawsuit threatened by TCCA includes claims
of trademark infringement of TCCA'’s federally registered TILLAMOOK® mark
Pursuantto 15 U.S.C. § 1114; and/or claims for false designation of origin pursuant to
15U.8.C. § 1125(a); and/or seeks cancellation of TCS’s federa) registration No.
2,031,877 for TILLAMOOK COUNTRY SMOKER and Design®; and/or opposes
TCS's federal trademark application serial No. 75/805,642 for TILLAMOOK
COUNTRY SMOKER.

21. Use by TCCA and TCS of their respective well-known marks
TILLAMOOK® and TILLAMOOK COUNTRY SMOKER for their respective products is

not likely to cause confusion.
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22.  Being prohibited from using and/or registering TILLAMOOK
COUNTRY SMOKER would irreparably damage TCS, depriving it of its hard-earmned
brand recognition and goodwill,

23.  Upon information and belief, after 27 years TCCA wants to stop
TCS from using TILLAMOOK portion of its trademark TILLAMOOK COUNTRY
SMOKER because TCCA intends to offer processed meats under TCCA’s
TILLAMOOK® mark.

24.  TCCA's use of TILLAMOOK on processed meats would damage
TCS.

FIRST CLAIM FOR RELIEF
(Declaration of Non-Infringement)

25.  TCSincorporates the allegations of paragraphs 1-24.

26. In view of the facts set forth above, TCS is the owner of the
trademark TILLAMOOK COUNTRY SMOKER for processed meats and its use of that
mark for those products does not infringe TCCA’s rights in TILLAMOOK® for dairy
products.

SECOND CLAIM FOR RELIEF
(Declaration of Validity of U.S. Trademark Reg. No. 2,031,877)

27.  TCS incorporates the allegations of paragraphs 1-24.
28. TCS's U.S. Trademark Registration No. 2,031,877 for
TILLAMOOK COUNTRY SMOKER and Design® is valid and TCS is entitled to

maintain its registration,

THIRD CLAIM FOR REL IEF

(Declaration that a Trademark Registration be
issued for TILLAMOOK COUNTRY SMOKER)

29.  TCS incorporates the allegations of paragraphs 1-24,
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30. TCSis entitled to issuance of a U.S. Trademark registration for
the trademark TILLAMQOK COUNTRY SMOKER for processed meats.
FOURTH CLAIM FOR RELIEF

(Estoppel)

31.  TCS incorporates the allegations of paragraphs 1-24.

32. Inview of TCCA’s répresentation in 1975 that it did not object to
TCS’s use of TILLAMOOK COUNTRY SMOKER, and TCS'’s reasonable reliance
upon that representation, TCCA is estopped from asserting trademark rights in
TILLAMOOK® against TCS, and TCS's use of TILLAMOOK COUNTRY SMOKER
does not infringe TCCA's rights in TILLAMOOK®.

FIFTH CLAIM FOR RELIEF
{(Acquiescence)

33.  TCSincorporates the allegations of paragraphs 1- 24.

34. By representing to TCS in 1975 that TCCA did not object to TCS's
use of TILLAMOOK COUNTRY SMOKER, and by selling TCS’s TILLAMOOK
COUNTRY SMOKER-branded processed meats in its retail store and its gift catalog
for many years, and by peacefuily coexisting with TCS for 27 years, TCCA has
acquiesced to TCS's use of TILLAMOOK COUNTRY SMOKER for processed meats
and TCS's use of its mark does not infringe TCCA's TILLAMOOK® mark.

SIXTH CLAIM FOR RELIEF
{Laches)

35.  TCS incorporates the ailegations of paragraphs 1-24.

36.  Knowing of and failing to object to TCS’s use of TILLAMOOK
COUNTRY SMOKER for 25 years is an unreasonable delay and TCCA is barred by

the equitable doctrine of laches from now claiming infringement of its rights in
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TILLAMOOK®, and TCS's use of the TILLAMOOK COUNTRY SMOKER does not
infringe TCCA's rights in TILLAMOOK®.
PRAYER

Wherefore, plaintiff TCS prays for declaratory judgment in its favor on ali
cfaims for relief and for an Order:

(@)  that TCS is the owner of the mark TILLAMOOK COUNTRY
SMOKER for processed meats and its use of that mark for processed meats does not
infringe TCCA's rights in TILLAMOOK:

{b) pursuant to 15 U.S.C. § 1119, that U.S. Trademark Registration
No. 2,031,877 is valid and TCS is entitied to maintain the registration;

(c) pursuantto 15 U.S.C. § 1119, TCS has the right to register
TILLAMOOK COUNTRY SMOKER for processed meats soid refrigerated or
unrefrigerated as snack food on the Principal Register of the United States Patent and
Trademark Office;

(d) thatTCCAis estopped from asserting its trademark rights in
TILLAMOOK® against TCS's use of TILLAMOOK COUNTRY SMOKER for processed
meats and TCS’s use of its mark does not infringe TCCA’s rights in TILLAMOOK®:

(e) that TCCA has acquiesced to TCS’s use of the TILLAMOOK
COUNTRY SMOKER trademark for processed meats and TCS's use of its mark does
not infringe TCCA’s rights in TILLAMOOK®;

) that according the equitable doctrine of laches, TCCA is barred
from asserting its trademark rnights in TILLAMOOK® against TCS’s use of
TILLAMOOK COUNTRY SMOKER for processed meats, and TCS’s use of the mark
does not infringe TCCA's rights in TILLAMOOK®:
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(@  thatunder 15 U.S.C. § 1117, TCCA's threats to sue TCS for
trademark infringement were willful and in bad faith, making this case exceptional,
and that TCS is therefore entitled to an award of its costs and reasonable attorney
fees;

(h) enjoining TCCA from using its mark TILLAMOOK in connection
with processed meats:

0] enjoining TCCA from asserting that TCS's use of TILLAMOOK
COUNTRY SMOKER infringes upon TCCA's rights in TILLAMOOK; and

() for such other relief as the Court shall deem appropriate.

DATED this LZ/Eiay of November 2002

CHERNOFF, VILHAUER, M UNG & STENZEL LLP

By:
J. Peter Staples, OSB-Ng, 7p404
Of Attorneys for Plaintiff

QAShoilg\wpdacs\ Tikamoak Courtry BmokenComploint wpd
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Int. Cl.: 29

ior US. Cl.: 46
Prior US. C Reg. No. 2,031,877

United States Patent and Trademark Office Registercd Jan, 21, 1997

TRADEMARK
PRINCIPAL REGISTER

/
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courttry SrmoKer

TILLAMOOK COUNTRY SMOKER, INC. THE STIPPLING IN THE DRAWING [S FOR
(OREGON CORPORATION) SHADING PURPQSES ONLY AND IS NOT IN-
8250 WARREN STREET TENDED TO INDICATE COLOR.

BAY CITY, OR 971070128

FOR: PROCESSED MEATS SOLD REFRIG- SER. NO. 75-016,940, FILED 11-7-1995.
ERATED AND UNREFRIGERATED AS
SNACK FOODS, IN CLASS 29 (US. CL. 46).

FIRST USE 6-30-1980; [N COMMERCE EVERETT FRUEHLING, EXAMINING ATTOR-
6-30-1980, NEY
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] Country Meat Sticks
CGhoose from these new
Tillamook Country Smoker
snacks for everyone on your list
: * 16 02 Regular Pepperoni
f #07-510.95
* 16 oz Teriyaki Pepperon;
#408 -510.95

DA

19

Soft & Tender Strips

A delicious new twist 1o an old favorite — peef
farmed into strips of jerky. Comesin a
resealable bag,

= Peppered Beef Jerky 8 07, £415— §9.95
= Teriyaki Beet Jerky 8 0z, #416 §9.95

1-800-542-729()

SAM- OPM Pacific Time il
J 7 tRys 3 week Vaice mal) Bpm—8am.

Wo will eedurn your esh;,

Meat Sticks

Only the finest ingredients will be found in
these delectable meat sticks.

* 1.2 ibs. Pepperoni #484-$17.95

* 1.2 ibs. Hot Pepperon; #485 — $17.95
* 1.2 1bs. Teriyaki #486 - S17.9%5

f‘ * 1.2 ibs. Natural Beef #487 -$17.95

l

TILEAMOOR COUNTRY SAFOKER v, TCCA
COMPLAINT
EXHIBIT B, Page 2 of 2




Producers of genuine "TILLAMOOK® CHERSE™
www.tillamookeheese.com

May 29, 2002

To our Patrons:

The TCCA trademark has been a symbol of prewium quality since 1918 — we were
the first to market oor award-winning cheeses under the Tillamook® brand. The trademark
(Tillamook®) is more than a symbol, it’s a promise to you and to consumers that any

We have a clear brand management policy that seeks to identify improper nses of
similar brands, If consumers mistakenly belicve that products sold by others are

Because of'this, the TCCA board of directors recently directed management to
prepare and file a lawsuit sgainst the Tillamook Country Smoker. We beljeve the
similarity of ovr Tillamook® trademark and the brand name used on Tillamook Country
Smaker products creates confusion in the minds of consumers. This action will be taken in
order to put the best interests of our customers, employees and the Tillamook brand name

and heritage first. Legal counse] for TCCA is preparing the lawsuit, and will file the
lawsuit in the near future.

In the coming months there is likely to be a Joud discussion over the merits of this
lawsuit. A Iot of misinformation and tumors may circulate throughout Tillaniook County

‘engage in a public debate of the matter. This is a private, legal business jesue that we will
handle through the pro per chanpels.

THLAMGOK COUNTAY SMOKER v TOCA
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TCCA is accountable to

want 10 ensure you
have all the facts, 3¢ you bave any questions relating to the above information, please
contact any of the Tillamook Directors op Altemnates. If you are asked a1y questions about
this matter by anyone outside of TCCA, we ask that you refer th

em to Jim MceMullen,

You, our members, and as such we

Thank you for your continued hard work and support of Tillamook. We ook
forward to many more successful years,

Sincerely,

RAt e oo 7

%ﬂf«: M}*, i fprii——

C)}&A—U @ ._.-;'-\\ @?ﬂfk /é/i{f"//}%&fﬂ. A
T @hu e e

mmoxmmmﬂmum

COMPLAINT
EXHIBIT C, Page 2 of 2




