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The mediation statements should be ex-
changed between the parties so the attor-
neys, but more importantly the client de-
cision makers, will have a clear vision of 
the adversary’s case. In patent cases, per-
haps more than others, issues of confiden-
tiality will arise with respect to certain in-
formation or a strategic position which 
would be helpful to the mediator, but to 
which the other side should not have ac-
cess. Such information can be handled by 
a confidential statement, letter or email to 
the mediator.

The Mediation Session
Every mediation has its own personal-

ity and is a fluid process driven by facts, 
law, differing perceptions and agendas, 
and a host of other factors. In this dynam-
ic setting, there are a few procedures and 
techniques which may enhance the pos-
sibility of a successful mediation in a pat-
ent case.

The first few caucus sessions should ful-
ly explore the critical issues separating the 
parties. In this setting, the mediator should 
ensure that each party has a clear under-
standing of the other’s positions and ap-
preciates the risks presented by them. The 
identification and full understanding of 
risk are critical to this process. In most pat-
ent cases there will be two or three key is-
sues, usually focused on invalidity, in-
fringement, unenforceability or damages. 
The initial caucus sessions should explore 
the facts and law relating to these issues 
and identify each party’s strengths and 
weaknesses with respect to them. At some 
time during this process, it may be benefi-
cial to bring opposing lawyers together, 
usually without the clients, to ensure that 
both sides fully appreciate their adver-
sary’s position on the critical issues.

Most patent cases are resolved by a 
monetary payment and a license. The 
terms and conditions of the license can 
often create additional conflict and diffi-
cult points of negotiation. Accordingly, it 
is vital that the plaintiff, or perhaps the de-
fendant, bring to the mediation its pro-

posed form of license. This will allow the 
terms and conditions of the license to be 
discussed and resolved at the mediation 
and will prevent a potential settlement 
from failing for lack of specificity. For ex-
ample, whether the license will cover af-
ter-acquired companies can be a difficult 
and hotly contested issue. If the proposed 
license addresses this potentially difficult 
issue, it can be thoroughly discussed and 
resolved.

As the caucus sessions move into dis-
cussions of money and the structure of a 
settlement, the conflicting positions of the 
parties will usually create an impasse at 
some point during the negotiations. Here 
the mediator’s role is to assist the parties 
in exploring alternative structures and so-
lutions. Perhaps the plaintiff is demanding 
more than the defendant is willing to pay 
for a fully paid up, worldwide license. The 
mediator may help the parties to bridge 
the gap by suggesting a field of use or geo-
graphical restrictions on the license. Oth-
er alternative structures that might be ex-
plored include a lump sum payment rath-
er than a running royalty, a covenant not 

to sue, the possible acquisition of the pat-
ents or other business solutions. During 
the exploration of alternative structures, 
a meeting between the executive decision 
makers can be extremely productive.

Post-Mediation
The settlement of a patent case is a pro-

cess. Patent cases are complex, with many 
moving parts, and a settlement may not 
be achieved at the first mediation session. 
The parties may need more information, 
more time to explore a difficult legal issue 
or more time to reflect and analyze. If this 
occurs, the mediator should work with the 
parties to identify a process and a time-
table to address these needs and concerns. 
At the same time, a schedule for further 
negotiations should be established. The 
parties may choose to schedule another 
mediation session or to conduct further 
negotiations through conference calls or 
possibly a meeting between executives. 
Ideally, the mediator should remain in-
volved in this post-mediation process to 
assist in driving the negotiations to a suc-
cessful resolution.
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at least four issues to be addressed here: 
(1) the scope of the dispute to be submit-
ted (“all disputes arising under [except...]”); 
(2) the extent to which the arbitrator is di-
rected to strictly follow the law (and/or the 
express terms of the contract); (3) the ex-
tent of judicial review for errors of law 
available; and (4) the procedures or rules 
governing the arbitration (both procedur-
al (e.g., AAA or JAMS), as well as substan-
tive (e.g., CAA vs. FAA)).

The issue of scope is relatively straight-
forward, and the vast majority of construc-
tion-related arbitration clauses appear to 
refer “all disputes arising under the con-
tract” to arbitration. However, one of the 
most common challenges to awards has 
been, and will in all likelihood continue to 
be, the argument that the arbitrator “ex-
ceeded his powers,” either by proceeding 
against a nonsignatory or by awarding an 
“improper” remedy (e.g., awarding attor-

neys fees when not recoverable under con-
tract or by statute, etc.). Provisions to the 
effect that the arbitrator “shall render an 
award in accordance with the substantive 
law” of the appropriate jurisdiction or in 
accordance with the express terms of the 
contract may well influence the arbitra-
tor’s reasoning, but they are insufficient 
under California law to permit judicial re-
view of the award on the grounds that the 
arbitrator exceeded his/her authority. 
(Gravillis v. Coldwell Banker Residential 
Brokerage, 182 Cal.App.4th 503 (2010)) 

Similarly, expressly limiting an arbitra-
tor’s power to alter the terms of the parties’ 
agreement did not unambiguously prevent 
the arbitrator from excusing a party’s non-
performance of a contractual condition 
precedent and awarding relief which ap-
peared to be inconsistent with the terms 
of the contract. (Gueyffier v. Ann Sum-
mers, 43 Cal.4th 1179 (2008)). 

The underlying franchise contract in Gu-
eyffier included an explicit notice-and-
cure provision as a condition precedent to 
finding a breach, and stated that this pro-

vision could not be modified or changed 
by the arbitrator. In his award, the arbitra-
tor found that notice had not been provid-
ed, but excused claimant’s lack of notice, 
explaining that notice would have been fu-
tile. The court held that excusing compli-
ance with a condition precedent was not 
the same as modifying the contract, and 
therefore affirmed the award.

Limiting the arbitrator’s authority to 
award certain categories or types of dam-
ages (e.g., consequential damages), how-
ever, appears to be judicially reviewable. 
Nevertheless, the California Supreme 
Court has stated that “in the absence of 
more restrictions in the arbitration agree-
ment, the submission or the rules of arbi-
tration, the remedy an arbitrator fashions 
does not exceed his or her powers if it 
bears a rational relationship to the under-
lying contract as interpreted, expressly or 
impliedly, by the arbitrator and to the 
breach of contract found, expressly or im-
pliedly, by the arbitrator.” (Advanced Mi-
cro Devices v. Intel, 9 Cal.4th 362 (1994)).

3. Limiting and managing discovery. 

While parties need a certain level of infor-
mation in order to be able to make in-
formed decisions regarding the resolution 
of their dispute, excessive discovery (and 
resulting delays) in arbitration were prob-
ably the chief complaints driving people 
away from it. Therefore, incorporating 
wholesale the discovery provisions of fed-
eral or state discovery schemes can often 
prove to be counterproductive. Providing 
the arbitrator with the authority to review 
and approve reasonably targeted exchang-
es of information or discovery, including 
experts, for good cause shown, usually 
maintains a reasonable balance between 
cost and preparedness. (see, e.g., JAMS 
Recommended Arbitration Discovery Pro-
tocols for Domestic, Commercial Cases 
(2010)). 

Conclusion
Experienced construction counsel can 

add real value in tailored contract drafting 
of dispute resolution clauses and can help 
parties achieve more of the potential ben-
efits of arbitration.
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lows a shared numbering system. 
Third, having a process of scanning and 

sequencing all your documents and ex-
hibits means they can easily be placed into 
a program like TrialDirector and/or Sanc-
tion for presentation. If you make this a 
routine part of working on your case, then 
preparing for arbitration or trial is much 
easier than doing all the scanning on the 
eve of trial. 

Finally, if you have organized your case 
well and scanned all the documents, then 
you can make — or hire an outside firm to 
make — an electronic version of your brief. 
The e-brief has hyperlinks to all the differ-
ent documents of the case so any mediator 
or arbitrator can click through to the depo-
sition citations, exhibits and any other ad-
junct material that supports your case. The 
e-brief can be delivered by CD or email as 
a companion to the hard copy.

For mediation or arbitration, nothing 
beats providing such a well-done and 
comprehensive e-brief to opposing coun-
sel and the neutral. It shows you know 
your case and are ready for trial if neces-
sary. Forcing yourself to go digital and 
manage your case this way from the start 
also forces you to thoroughly organize it 
in a way that helps you better understand 
it and be better able to present it.

3. Prepare for mediation  
as if it’s trial

About 97 percent of civil cases are set-
tled or dismissed without a trial, accord-
ing to a study by the National Center for 
State Courts. This means you should think 
of mediation as your trial and prepare to 
present it as well as possible to achieve 
the best outcome for your client. As laid 
out in steps one and two, mediation and 
certainly arbitration are the time to pres-
ent your case as well as you would for tri-
al because it will likely be resolved in that 
forum. 

It’s true that a trial is a very different an-
imal than the less-formal mediation or 
even arbitration. There are, of course, dif-
ferences between the forums, and attor-
neys can leverage these differences to put 
on the best case possible. 

Mediators and arbitrators start at a 
much higher level of understanding than 
a jury. But attorneys wrongly conclude 
they don’t need to invest the time and ef-
fort to create visual aids for mediation or 
arbitration the way they would for a jury 
trial. Mediators and arbitrators are often 
short on time to read the mounds of ma-
terial each side often drops in their lap the 
day before.  

A well-done graphic representation of 
an incident, product defect, intellectual 
property tutorial or construction failure 
can be (and generally is) much more 
powerful to a mediator and opposing 

counsel than a 50-page brief on the facts 
of the case, no matter how well written, 
because the visual presentation condens-
es the key facts of the case into a power-
ful punch. 

4. Evidentiary issues in mediation 
In mediation, almost anything goes be-

cause you aren’t restricted by rules of ev-
idence or admissibility. You have greater 
leeway to include facts and evidence that 
may be very powerful, but is unlikely to 
make it into the trial record. Take advan-
tage of that. 

For example, plaintiff attorneys might 
create video presentations akin to mini-
documentaries, with moving music and 
emotional testimony woven together, to 
present their client’s case. While this mul-
timedia presentation would not be admis-
sible in court, it humanizes the plaintiff ’s 
case for opposing counsel, who probably 
have seen your case only from an abstract 
and adversarial vantage point. What’s 
more, it shows the mediator and opposing 
counsel that these are some of the wit-
nesses and facts you will bring into court 
to prove your case. In short, the video- and 
audio-enhanced presentation becomes a 
powerful tool to help settle your case at 
mediation.

5. Evidentiary issues  
in arbitration

Unlike mediation, the rules of evidence, 

of course, generally do apply to arbitra-
tion. Therefore, closer care needs to be 
taken to assure all exhibits are likely ad-
missible, or you risk the arbitrator not 
considering them. 

Arbitration often lends itself to fuller 
presentation with documents and wit-
nesses, openings and closings. Arbitra-
tors, just like mediators, will learn and 
retain information better with visuals. 
Using all your scanned exhibits with a 
laptop projector while the other side 
struggles with its binders to find docu-
ments sets you apart. Preparing a graph-
ic presentation shows your level of care 
and belief in the case and helps the arbi-
trator retain all the information you are 
giving.  

Finally, for any mediation, arbitration 
or trial, consider making a time line and 
using interactive features in either Flash 
or a PDF to enhance it. Almost any case 
will benefit from the process of distilling 
and laying out the facts of your case chron-
ologically. A time line can bring a series 
of facts that may seem unrelated into 
clearer focus and suggest cause-and-ef-
fect relationships. A time line also helps 
you tell the story of your case to create a 
compelling narrative arc. 

If you follow these five steps to show 
your case visually and organize it digital-
ly, you’ll optimize the outcome at media-
tion and arbitration, and save yourself a 
lot of stress.
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